REMARKS 

Applicant has amended the claims to focus the prosecution on multiple-layer 
films of an AB or ABA structure in which the A layer contains more talc than the B layer 
(which may or may not contain talc by virtue of the "optionally" language in independent 
claims 1 and 29). The films covered by the amended claims may have more than three 
layers, of course, as long as such four or more-layered films contain an AB or ABA 
structure therein. Since the amendments to claims 1 and 29 involve simply incorporating 
the limitations of dependent claims 2-6 and 30-34, respectively, into their base claims, 
these amendments do not raise such issues as would justify the finality of a subsequent 
Action on the ground that the amendments to the claims necessitated new grounds of 
rejection. Applicant has cancelled the single layer claims without prejudice to their 
presentation in a continuing application. With the entry of the amendments above, claims 
1, 7-13, 17-29, 35-41 and 45-56 remain pending in this application. 

Claims 1-56 stand rejected under 35 USC 103(a) on Minami in view of Murschall '352 or 
Murschall '754. The Examiner relied primarily on Minami, referring to column 2, lines 14-24; 
column 4, lines 4-30; column 5, lines 10-35; column 7, line 60, to column 7, line 3; and column 
7, lines 30-35. The Examiner read Minami as disclosing a polyester film comprising "a base 
polyester layer A and at least one matte polyester surface layer B, wherein the matte surface 
layer B contains 3-40 wt% talc particles having a typical diameter of 0.3-20 microns, wherein the 
surface layer B can be coextruded with the base layer or first extruded separately as a single 
layer film, wherein surface layer B is uniaxially or biaxially oriented. The base layer optionally 
contains additives such as pigments." The Examiner has relied on the Murschall references as 
evidence of the use of allegedly conventional additives such as UV absorbers and/or flame 
retardants in polyester films. This rejection is respectfully traversed. 

Since the international applications of which the Murschall references are published U.S. 
national stage applications were published by WDPO in German, the Murschall references are 
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prior art only under 35 USC 102(a) as of their publication dates of June 12 and August 21, 2003, 
and do not have dates of availability as prior art under 35 USC 102(e)(1). Although applicant 
reserves the right to antedate these dates of publication under 37 CFR 1.131 if necessary, the 
WIPO publications in German of the Murschall international applications took place more than 
one year before applicant's effective filing date and are thus prior art under 35 USC 102(b). 
Thus, for convenience in prosecution, applicant will treat the Murschall U.S. references cited by 
the Examiner as prior art, even though they might not themselves be prior art, without prejudice 
to providing independent translations of the German-language Murschall references if necessary. 

Applicant respectfully submits that the Examiner read far more into Minami than its 
disclosure will bear with reference to the claims as they now stand. The Examiner's use of 
Minami responded only to the very broadest of the original claims and made no attempt to deal 
with the subject matter of the dependent claims that was incorporated into the independent 
claims above. In particular, the Examiner did not, it seems, notice original claims 5, 6, 33 and 
34, which cover multiple-layer co-extruded films in which the A layer or layers have a higher 
talc content than the B layer or layers. Independent claims 1 and 29 now include these features. 

In the disclosures of the multi-layer films Minami does disclose, there is not the slightest 
suggestion of the requirement of all of the claims that the A layer or layers contain more talc by 
weight than the B layers. For example, although column 2, lines 14-24, of Minami discloses a 
laminated film comprising a transparent layer and a delustered layer laminated at least on one 
side of the transparent layer, its disclosure of the inclusion of inorganic particles is only that the 
delustered film "contains inert inorganic particles of 0.3 to 20 microns at 3 to 40% by weight." 
This disclosure is not specific to talc and does not suggest that the inorganic particles must be 
talc as claimed. Neither this passage nor any other part of Minami discloses or suggests that 
there is any relationship between the talc content of the transparent layer and the talc content of 
the delustered layer or what that relationship, if any, should be. 
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These distinctions alone are more than sufficient to distinguish the invention from 
Minami and the Murschall references, which mention talc only as a typical antiblocking agent 
and focus instead on the use of silica. Since the use of talc as an antiblocking layer as disclosed 
in the Murschall references does not suggest any difference between A and B layers in talc 
content, and suggests only that the film as a whole contain talc for preventing blocking, persons 
of ordinary skill in the art considered Minami in combination with the Murschall references 
would have had no motivation to make the invention as now claimed, even in hindsight. 

Edwards does not add anything to Minami and the Murschall references that would 
complete any case of obviousness as to claims 10 and 38, the only claims against which the 
Examiner cited Edwards. 

For the foregoing reasons, early action allowing claims 1, 7-13, 17-29, 35-41 and 45-56 is 
solicited. 

In the event that the transmittal form is separated from this document and the Patent and 
Trademark Office determines that an extension and/or other relief is required, applicant petitions 
for any required relief including extensions of time and authorizes the Commissioner to charge 
the cost of such petitions and/or other fees due in connection with the filing of this document to 
Deposit Account No, 03-1952 referencing 584642001200 . 
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